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(e) the user terminal or user card receives and processes user information 
representative of the user; 

(f) the user terminal or user card receives and processes billing information via the 
link in response to the order; 

(g) a communication network, independent of the local communication link, enabling 
the user terminal to communicate with a service provider; 

(h) the user terminal transmits the billing information and the user information to the 
service provider over the communication network; and 

(i) the service provider automatically transmits the funds of the user to the trader 
under authorization of the user to effect a financial transaction between the user and the 
trader. 

It should be noted that the method of Claim 36 has similar limitations. 
The following is Figure 1 of the application with labeling added: 
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To aid the Examiner in understanding the presently claimed system, Attachment A is 
an Information Memorandum written in non-patent non-legalese. This attachment is for 
informational purposes only and is not intended to limit the interpretation of the claims. 

The major distinction between the claim and Rose et al. are that Rose et al. is a seller 
driven/controlled system, not a buyer driven/controlled system. Rose et al. uses a single 
channel of communication between the buyer, seller and service provider, instead of separate, 
independent channels of communication between the buyer and seller and the buyer and 
service provider. As shown specifically in Figure 5, the channel of communication is the 
intemet 12. The buyer-user 20 provides information to the user-seller 28 which then 
communicates the information to the payment of service system 10. 
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Specifically, Rose et al. states: 

When the buyer 20 decides to buy the goods or services, the 
buyer 20 informs the seller 28 of the buyer's cardnumber 102 
by providing an appropriate message 128 over the Intemet 12 
(step 2). The information included in the buyer's message 128 
is represented in FIG. 6A. The message 128 may take the form 
of an e-mail message over the Intemet 12 that includes the 
buyer's cardnumber, or alternatively, the buyer 20 may inform 
the seller of its cardnumber 102 by means of interactive 
protocols, or by including the cardnumber in a usemame in a 
file transferred fi*om the buyer 20 to the seller 28 using the 
Intemet 12, or by other means. 

Referring again to FIG. 5, upon receiving the buyer's message 
128 that includes the buyer's cardnimiber 102, the seller 28 
sends an [sic] payment-request message 129 to the payment 
system 10 via the Intemet 12 (step 3). Specifically, the seller 
28 sends the payment-request message 129 to the above-the- 
line program 90 on the above-the-line system 40. The 
payment-request message 129 may be sent by either e-mail or 
by using an interactive protocol on the Intemet 12. 

(Column 8, lines 1-19.) 

On page 3, lines 2-3 of the Office Action, it states: "Rose teaches an alternative 

cornmunication which may be utilized as a local communication link as a telephone (col 2 

line 57)." And, on lines 7-8, it states: "Rose teaches a separate and distinguishable local 

communication line (telephone, dedicated links)." This is a total misinterpretation w^ith 



respect to the claims. Column 2, Hnes 54-57 of Rose et al. specifically states: "The Inter net 
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network 12 is of a type that the users 14 can access by various means such as dedicated 
communication links or conventional commercial telephone systems." This is how the users 
are connected to the internet. This is not an alternative to the internet. Thus, this is the same 
path that the user communicates with the seller and the seller communicates with the payment 
system. This is just an example of the kind of picking and choosing phrases within a patent 
to reach an interpretation which is counter to the content of the patent. Thus, there is no local 
communication link distinctive from the communication network in Rose et al. 

Thus, the user-seller 28 is in control of the transaction, and sensitive information from 
the user-buyer 20 is available to user-seller 28 instead of being sent directly on a separate, 
distinct channel to the payment system 10. The claims of the present application are 
specifically directed to the user being in control of the transaction and commimicating 
sensitive information to the payment system separate and independent from the 
communication between the user-buyer and user-seller. Thus, Rose et al. does not show the 
present invention. 

Gifford is no different. As shown in Figure 1, the network 67 is the interconnection 
between the buyer computer 61, 62, the merchant computer 63, 64 and the payment computer 
68. 




Also, the buyer transmits a purchase message 25, including the user's account 
information, to the merchant computer, which then constructs and transmits a purchase order 
27 to a payment computer, as illustrated in Figure 6. 
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FIG. 6 



As specifically described in Gifford: 



The merchant computer then attempts to construct a payment 
order at 26 using the information it has gathered about the user. 
The buyer computer may have previously supplied certain 
credentials using fill out forms or other account identification 
means such as providing the network address of the buyer 
computer in the normal coixrse of communication. If the 
merchant computer is able to construct a complete payment 
order at 26 the payment order is sent to a payment computer for 
authorization at 27. If a payment order can be constructed, 
processing continues at 28. 
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Alternatively, the buyer computer may construct the payment 
order at 24 and send it to the merchant computer at 25. In this 
case, the payment order assembly steps at 26, at the merchant 
computer, may only need to forward the payment order from 
the buyer computer. 

A payment order includes user account information, merchant 
account information, an amount, and a nonce identifier that has 
not been previously used for the same user account. Variations 
of payment orders can be constructed, including payment 
orders that specify user or merchant identifiers in place of 
account information, payment orders that specify a valid time 
period, payment orders that specify foreign currencies, and 
payment orders that include comment strings. Part of the 
process of constructing a payment order is creating a 
corresponding authenticator using one of the authenticator 
methods described below. 

(Colunm 6, lines 3-30.) 

Thus, in Gifford, as in Rose et al., the credit information of the user-buyer is 
transmitted to the seller, which is then transmitted to the payment computer. Although a pre- 
authorized payment order is shown in Figure 12, the buyer requests a payment authorization 
from the payment computer over network 67, receives such authorized payment order and 
sends it to the buyer again over the network 67. Thus, the alternative in Figure 12 of Gifford 
also does not describe two separate communication links — one between the buyer and the 
seller and one between the buyer and the payment computer. 

The Melen et al. patent is a billing in the internet system, as illustrated in Figure 2. 




# 
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The users 1 and 2 are connected to the service providers SI and S2 through the local area 

network via routers 6, 9 and 13. The proxy WWW 8 is in control of this communication and 

provides the information via server 12 to the intelligent network 14, Thus, not only do the 

users 1 and 2 communicate to the service providers S 1 and S2 through the local area network, 

but the service providers SI, 82 provide this information back through the local area network. 

The local area network is also the communication link for preparing and exchanging billing 

information. The proxy server 8 being the hub of the communication is described in column 

8, paragraph beginning on line 25 through colimm 9, line 2 as follows: 

If the user wants to move to a chargeable service advertised on 
some WWW-page within the MAN-network 15, he sends a 
request by clicking the link on this page. The request goes to 
the local area network PROXY-server 8, which as a response to 
the request calls the service provider server. When the 
connection is setup, the service provider server has received 
information about the local area network PROXY-server's 8 
IP-address requesting the access, and the PROXY-server 8 
itself knows the user's IP-address, The PROXY-server informs 
both addresses to the intelligent network, which now knows 
that the A-number connection using the IP-address in question 
has moved to a certain chargeable service. The billing bases 
are thus established. When the user makes a purchase in the 
chargeable service offered in the MAN-network 15, the 
PROXY-server 8 receives information about the purchase, 
because the user's control requests are transmitted by the 
PROXY-server 8, which thus communicates both with the 
user's terminal and the service provider server. Although the 
service provider only sees as the purchaser's address the 
address of the PROXY-server 8, the A-subscriber can be 
charged as the PROXY-server 8 itself knows the A-subscriber' s 
IP-address and has submitted this information to the intelligent 
network and the intelligent network service program has record 
of all the numbers. 

The billing can be performed in several different ways. The 
server can transmit the information about the purchase to the 
intelligent network 14 SCP for the use of the billing program, 
which based on the information given by service provider and 
recorded in the database calculates the price to be charged the 
A-number, 

It is also possible for the intelligent network SCP to inform the 
PROXY-server 8 of the user's A-number and for the PROXY- 
server to form the billing record. The service providers' 
database can in that case be located with the contact company, 
which then can directly calculate the sum to be added to the 
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billing record. The subscriber data required to form the billing 
record can alternatively be forwarded by the server to the 
service provider server. The server informs the record to the 
PROXY-server, which forwards it to the intelHgent network. 

It is further possible for the service provider server to inform 
directly the sum to be added to the bilHng record. In such a 
case the chargeable service providers' database need not to be 
recorded in the intelhgent network. 

Thus, Melen et aL does not add any teachings to the common network communication of 

Rose et al. and Gifford. 

The Wiseman patent is a system for conducting and processing spot commodity 
transactions. Transactions are conducted over wide area network 30. Gateways 90 and 92 
within the subscriber site 1 connects a local area network 42 to a wide area network 30. 
Gateways 90 and 92 are only two of ten possible gateways. See Column 6, paragraph 
beginning on line 52. Merely because there are multiple gateways does not mean that there is 
separate and independent communication. The number of gateways is just to handle the 
volume connection to the wide area network. Wiseman is not even considered analogous art. 
Even though it does involve trading over a wide area network, that is not the same kind of 
system as, Rose et al. and Gifford. It is impermissible to merely find general teachings and 
extract them from a very specific system to be used in a different type of system. Thus, it is 
not obvious to use Wiseman in combination with Rose et al. or Gifford. 

Hilt et al. is an electronic bill paying system for consumers to generate messages 
directing financial institutions to pay a biller's bill. Applicant's system is not directed to a 
bill paying system. Applicant did not invent bill paying systems wherein a consumer directs 
its bank to pay bills. Applicant's system is a system for automatically conducting a business 
transaction between a user and trader. Electronic bill paying systems wherein the consumer 
directs a payment network to pay a bill and conduct a transaction between the consumer's 
bank and the biller's bank are well known. Merely because this concept is well known does 
not make it obvious to incorporate it into the communication between the seller and the buyer 
through the financial institutions where the consumer has received information fi-om the seller 
over a separate communicate channel and has initiated not only the payment but the purchase 
of a product. It is not obvious how one would modify the systems of Rose et al. and Gifford 
to use the automatic bill paying system of Hilt et al., much less that of Melen et al. 

The present rejection shows a pattern of hindsight reconstruction. Various elements 
are found in diverse environments and are combined to reconstruct the invention without any 
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motivation or teaching when considering each of the references as a whole. As summarized 

by the U.S. Court of Appeals for the Federal Circuit in Ecolochem Inc. v. Southern California 

Edison, 56 USPQ2d 1065 at 1072-73 (Fed. Cir. 2000): 

We "cannot use hindsight reconstruction to pick and choose 
among isolated disclosures in the prior art to deprecate the 
claimed invention". . . 

Our case law makes clear that the best defense against 
hindsight-based obviousness analysis is the rigorous application 
of the requirement for a showing of a teaching or motivation to 
combine the prior art references . . . "Combining prior art 
references without evidence of such a suggestion, teaching, or 
motivation simply takes the inventor's disclosure as a blueprint 
for piecing together the prior art to defeat patentability—the 
essence of hindsight". . . 

. . . Therefore, "[w]hen determining the patentability of a 
claimed invention which combines two knovm elements, 'the 
question is whether there is something in the prior art as a 
whole to suggest the desirability, and thus the obviousness, of 
making the combination.'" 

The rejection takes two computerized purchasing systems. Rose et al. and Gifford, 
wherein the buyer transmits his financial information to the seller and the seller 
communicates with the payment system, modifies them with a bill paying system of Melen et 
al. and Hilt et al. and further indicates the existence of multiple communication channels 
using a system for conducting and processing the spot commodity transaction of Wiseman. 
A typical example of reconstruction was discussed above in Wiseman, wherein the dual 
gateways 90 and 92 are to increase capacity and not as two separate chaimels which are 
purposely set to allow separate communication between the buyer and the seller and the seller 
and payment system. 

The number of patents used also may be indicia of the non-obviousness of the 
combination. As stated inin re Gorman, 18 USPQ2d 1885, 1888 (Fed. Cir. 1991): "The 
criterion ... is not the number of references, but what they would have meant to a person of 
ordinary skill in the field of the invention . . . [The] combination of about twenty references 
that 'skirt[ed] all around' the claimed invention did not show obviousness. In other instances, 
on other facts, we have upheld reliance on a large number of references to show 
obviousness." The present rejection is no different in that all of the references skirt around 
the invention. 
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Based on the above arguments. Claim 1 is considered allowable over the art of record. 
Also, the method of Claim 36 provides a method including the local communication network 
being distinctive from the communication network in that the user terminal is in control of 
the transactions. 

Applicant would also direct the Examiner to the limitations of Claims 2, 3, 37, 38 and 
new Claims 57 and 58. These claims are directed to the local communications link being 
automatically created when the user terminal or user card are in the vicinity of the trader 
terminal. These are direct one-on-one connections, not network connections. This type of 
connection for the user-trader interaction is not taught by the art of record nor would it be 
obvious to modify the art of record. 

The other dependent claims are allowable for their own distinctive limitations, as well 
as those argued herein with respect to Claims 1 and 36. 

An eamest attempt has been made to respond to the Examiner's rejections to place the 
application in condition for allowance. Upon review of the arguments, it will be evident that 
Claims 1-56 are allowable over the art of record. Thus, passage of this case to issue is 
respectfully solicited. 

It is respectfully requested that, if necessary to effect a timely response, this paper be 
considered as a Petition for an Extension of Time sufficient to effect a timely response and 
shortages in other fees be charged, or any overpayment in fees be credited, to the Account of 
Barnes & Thomburg, Deposit Account No. 02-1010 (663/35631). 



Respectfully submitted, 
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